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DETAILED ACTION 

Information Disclosure Statement 

1 . Regarding the IDS filed on 3/29/06, certain referenced were disclosed twice and were 
considered in the first instance but not in the second instance. 

Specification 

2. The use of the trademarks has been noted in this application. They should be capitalized 
wherever they appear and be accompanied by the generic terminology. 

Although the use of trademarks is permissible in patent applications, the proprietary 
nature of the marks should be respected and every effort made to prevent their use in any manner 
which might adversely affect their validity as trademarks. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claim 10 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 
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The recited "margining line" lacks adequate description in the instant specification. Page 
1 1 of the instant specification indicates a surface ablation operation being carried out by a laser 
margining technique but does not mention a margining line. For the purposes of advancing 
prosecution, the margining line will be taken as any portion of the substrate along a line of the 
periphery (i.e. along the margins of the substrate). 

6. Claims 1-18, 21 and 22 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding claim 1, the phrase "succession" is recited. This phrase is vague and indefinite 
in that it is unclear if the bulleted limitations that follow the phrase are meant to be assembled in 
the order they are listed or in the order as specified in the limitations themselves (i.e. with the 
active layer and polymer layer in between the two glass substrates). For the purposes of 
advancing prosecution, the phrase in question will be taken as limiting the layers of the assembly 
to the order as specified in the limitations themselves (i.e. with the active layer and polymer layer 
in between the two glass substrates). 

Regarding claim 16, the phrase "seals are penetrated by connection elements of the active 
system at least partly comprise mechanical reinforcement elements" is recited. This phrase is 
vague and indefinite in that it is unclear whether the seals or the connection elements are meant 
to comprise mechanical reinforcement elements. For the purposes of advancing prosecution, the 
phrase in question will be taken as "seals are penetrated by connection elements of the active 
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system and at least partly comprise mechanical reinforcement elements" (i.e. the seals are meant 
to have mechanical reinforcement elements in addition to connection elements). 

Claim Rejections - 35 USC §102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the dale ol'applicaiion lor paieni in the United States. 

8. Claims 1-11, 15-18, 21 and 22 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Giron et al. (WO/2002/006889), see English language equivalent Giron et al. (U.S. 
2004/0053125). 

Regarding claim 1, Giron et al. discloses a glazing assembly, comprising in succession: 

• a first rigid substrate (S 1); a second rigid substrate (S2); 

• at least one active system (3) comprising a multilayer, comprising at least one thin film and 
placed between the substrates (S 1 and S2); and 

• at least one polymer film (fl), the said at least one polymer film being placed between the 
substrate (SI) and the substrate (S2); characterized in that wherein the active system (3) is on 
the inner face (2) of the substrate (SI). 

(See [0020]-[0024], the two rigid substrates have active layers (i.e. electrochromic 
system layers) and a protective polymer layer in between them. Part of the active 
electrochromic system layers are on either substrate (i.e. inner and outer).) 
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While Giron et al. does not explicitly disclose that the polymer layer functions to retain 
fragments of the glazing assembly should the assembly break, in light of the substantially 
identical polymer layer thickness and composition (i.e. polyurethane ([0024]) 0.8 mm thick 
([0091])) with the instant disclosed polymer layer, (See instant specification, page 9, lines 1-5), it 
will, inherently, possess the claimed properties, absent any objective evidence to the contrary. 
See MPEP 2112 (In re Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA 1980). 

Regarding claims 2, 3, 9 and 10, Giron et al. discloses all of the claimed limitations as set 
forth above. Additionally, the reference discloses a glazing assembly 

• in that wherein the active system comprises an electrically controllable system comprising 
variable optical properties, variable energy properties, or a combination thereof, wherein the 
electrically controllable system is at least one system selected from the group consisting of an 
electrochromic system, an optical valve, a viologen-based system, a liquid-crystal system and 
an electroluminescent system. 

• wherein the active system comprises a thin film or a thin-film multilayer with a thermal 
function, of the low-emissivity or solar-protection type, an acoustic function, of the acoustic 
attenuation coating type, or an optical function, of the decorative or absorbent, 
thermochromic or thermotropic type. 

• wherein the glazing assembly further comprises an opacifying peripheral coating, wherein 
the opacifying peripheral coating is of the screen-printed type, and wherein the opacifying 
peripheral coating is applied to at least one part of the glazing assembly selected from the 
group consisting of around the periphery of face (2) on the substrate (SI) around the 
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periphery of face (3) on the substrate (S2), and around the periphery of face (4) on the 
substrate (S2). 

• wherein the glazing assembly further comprises at least one margining line is positioned on 
the periphery of the face (2) located on the substrate (SI), on the periphery of the face (3) 
located on the substrate (S2), or a combination thereof 

(See Abstract, the active system in the assembly is electochromic, which provides 
and optical function. See [0124], the screen-printing of conductive strips in place of the 
wires which lie along the periphery of the substrates (Fig. 7, 14a-c, 15a-c) is disclosed. 
These conductive strips would alter the opacity of the substrate to some degree and 
therefore would constitute an opacifying coating. See [0040]-[0046], the deactivated 
lower electroconductive layer along the periphery of the substrate, (deactivated via 
localized ablation, [0046]), constitutes a margining line.) 

Regarding claims 4-8, 21 and 22, Giron et al. discloses all of the claimed limitations as 
set forth above. Additionally, the reference discloses a glazing assembly 

• wherein the substrates (SI) and (S2) are made of glass. 

• wherein the total thickness (el +2) of the substrates (SI) and (S2) and of all the materials 
placed between them is less than or equal to 8 mm 

• wherein the total thickness (el +2) of the substrates (SI) and (S2) and of all the materials 
placed between them is less than or equal to 30 mm 

• wherein the substrates (SI) and (S2) have substantially identical shapes and substantially 
identical dimensions. 
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• wherein the substrates (SI) and (S2) have different dimensions and substantially identical 
shapes. 

• wherein the glazing assembly comprises at least one transparent substrate of polygonal 
shape, wherein the at least one transparent substrate comprises at least one property selected 
from the group consisting of flat, curved, partially curved, clear and bulk-tinted. 

• wherein the glazing assembly comprises an opaque, opacified or mirror substrate. 

(See [0091]-[0092], the two substrates are of glass about 2mm thick each, and the 
plastic layer is 0.8mm thick, which makes a total thickness of 2.8mm thick. The other 
layers deposited in the assembly have a maximum disclosed total thickness of 1340 nm or 
0.00134mm (i.e. 20+350+100+100+100+370+300 nm), making the total assembly 
thickness 2.80134mm, which lies within the ranges of instant claims 5 and 6. The two 
glass substrates are about 2mm thick each, which makes them substantially the same 
dimension and they have identical rectangular shapes, while in Fig. 4 ([0107]), one glass 
pane is smaller than the other, giving it the same shape with different dimensions. See 
[0070], the glass substrates are disclosed as being bulk tinted, which gives them a degree 
of opacity and therefore makes them opacified substrates.) 

Regarding claims 11,15 and 16, Giron et al. discloses all of the claimed limitations as set 
forth above. Additionally, the reference discloses a glazing assembly 

• wherein the glazing assembly further comprises a first peripheral seal in contact with the 
facing faces of the substrates. 
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• wherein the first peripheral seal, the second peripheral seal, or the first and the second 
peripheral seal, at least partly fill an open peripheral groove defined by a recess between the 
two substrates. 

• wherein the first peripheral seal, the second peripheral seal, or the first and second peripheral 
seals are and/or second peripheral seal is penetrated by connection elements of the active 
system at least partly comprise mechanical reinforcement elements, or a combination 
thereof. 

(See [0069]-[0070], an insulating polymer film frame is disclosed to lie around 
the periphery of the substrates as a seal, with two of its sides having flexible conductive 
current leads or conductive coatings which serve as connection elements for the active 
system within the frame and also provide a degree of mechanical reinforcement for the 
polymer seal. Also, the polymer film frame is positioned on, and at least partially fills, 
the marginal deactivated areas, which, being deactivate via ablation, constitute open 
groove spaces between the two substrates.) 

Regarding claim 17, Giron et al. discloses all of the claimed limitations as set forth 
above. Additionally, the reference discloses a method of forming an article comprising, forming 
an article with a glazing assembly; wherein the article is selected from the group consisting of a 
window, a sunroof, a skylight, a display panel, a display case, and a piece of furniture. 

(See [0080]-[0092], the method for making assembly is disclosed. See [0074], an 

embodiment of the assembly in an automobile roof (i.e. sunroof) is disclosed.) 
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Regarding claim 18, Giron et al. discloses all of the claimed limitations as set forth 

above. 

Giron et al. does not explicitly disclose the specific passing of the safety tests of the ECE 
R43 and ANSI Z26.1 standards for the glazing assembly. However, in light of the substantially 
identical glass substrate thickness, polymer layer composition and thickness and the substantially 
identical sealants in the glazing assembly of Giron et al. with the instant glazing assembly, it 
will, inherently, possess the claimed properties, absent any objective evidence to the contrary. 
See MPEP 2112 (In re Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA 1980). 



Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, i f the di Heraices between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

1 1 . This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
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claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S. C. 103(c) 
and potential 35 U.S. C. 102(e), (f) or (g) prior art under 35 U.S. C. 103(a). 
12. Claims 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Giron et al. 
(WO/2002/006889) as applied to claims 1 and 1 1 above, and further in view of Johnson et al. 
(U.S. 6,284,360). 

Regarding claims 12-14, Giron et al. discloses all of the claimed limitations as set forth 
above. Additionally the reference discloses a glazing assembly used in an embodiment for a 
vehicle sun roof, ([0074]), which would require a secondary frame seal to mount the assembly 
into the vehicle. 

Giron et al. does not disclose a glazing assembly 

• wherein the glazing assembly further comprises a second peripheral seal in contact with the 
edges of the substrates. 

• wherein the first and second peripheral seals are obtained formed by extrusion or obtained by 
encapsulation. 

• wherein the second peripheral seal is flush with the outer face of the first substrate. 
Johnson et al. discloses a sealant composition for use with motor vehicle windshields (See 
Abstract) 
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• wherein the glazing assembly further comprises a second peripheral seal in contact with the 
edges of the substrates. 

• wherein the first and second peripheral seals are formed by extrusion or obtained by 
encapsulation. 

• wherein the second peripheral seal is flush with the outer face of the first substrate. 

(See Fig. 8, the seal encapsulates and is in contact with the edges of the 
windshield. Also see Fig. 7, the seal is flush with both outer faces of the windshield.) 
The use of produce-by-process limitations has been noted in Claim 13, such as, for 
example, "seals are formed by extrusion or obtained by encapsulation." While Johnson et al. 
does in fact teach these processes to produce seals, the examiner notes that even though a 
product-by-process is defined by the process steps by which the product is made, determination 
of patentability is based on the product itself. In re Thorpe, 777 F.2d 695, 227 USPQ 964 (Fed. 
Cir. 1985). As the court stated in Thorpe, 777 F.2d at 697, 227 USPQ at 966 (The patentability 
of a product does not depend on its method of production. In re Pilkington, 411 F.2d 1345, 
1348, 162 USPQ 145, 147 (CCPA 1969). If the product in a product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even though the 
prior product was made by a different process.). 

The inventions of both Giron et al. and Johnson et al. are drawn to the field of 
windshields and therefore it would have been obvious to one having ordinary skill in the art at 
the time of the invention to have included the sealant of Johnson et al. with the assembly of 
Giron et al. for the purposes of installing the windshield in the vehicle for which it is intended to 
reside. 



Application/Control Number: 10/564,501 
Art Unit: 1794 



Page 12 



Conclusion 

1 3 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL B. NELSON whose telephone number is (571)270- 
3877. The examiner can normally be reached on Monday through Thursday 6AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Basia Ridley can be reached on (571) 272-1453. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Gwendolyn Blackwell/ 
Primary Examiner, Art Unit 1794 



/MN/ 
04/10/08 
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